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Date of Signature 

RESPONSE TO RESTRICTION REQUIREMENT 
AND REQUEST FOR EXTENSION OF TIME 

Commissioner for Patents 

P.O. Box 1450 

Alexandria, VA 22313-1450 

Sir: 

This is in response to the Office Action containing a restriction requirement mailed June 
15, 2004 setting a one-month period for reply. Applicants elect, with traverse, the claims of 
Group II. 

Pursuant to 37 C.F.R. §§ 1.136(a) and 1.17(a), a one-month extension of the term for 
reply, i.e., to up to and including August 15, 2004 is requested. As August 15, 2004 fell on a 
Sunday, this response is being filed the following business day, Monday, August 16, 2004. The 
Commissioner is hereby authorized to charge $1 10.00 in payment of the fee therefore, as well as 
any other required fee, or to credit any overpayment in fees, to Deposit Account No. 50-0320. 
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REMARKS 



Reconsideration and withdrawal of the restriction requirement is respectfully requested in 
view of the remarks herein. 

The Office Action requires an election from among: 



Applicants elect, with traverse, the claims of Group II. 

The MPEP lists two criteria for a proper restriction requirement. First, the invention must 
be independent or distinct. MPEP § 803, Second, searching the additional invention must 
constitute an undue burden on the examiner if restriction is not required. Id. The MPEP directs 
the examiner to search and examine an entire application " [i]f the search and examination of an 
entire application can be made without serious burden, . . . even though it includes claims to 
distinct or independent inventions." Id. 

Thus, for a restriction requirement to be proper, it must satisfy both of the above 
elements. Accordingly, the present restriction requirement is improper and must be withdrawn 
because the Office Action only alleges that the inventions are distinct, which allegation is 
traversed. The Office Action provides no showing that search and examination of the claims of 
Groups I-II would be an undue and serious burden. Therefore, the restriction requirement is 
improper because it does not satisfy both requirements for restriction. 

It is also respectfully submitted that the present claims represent a web of knowledge and 
continuity of effort that merits examination in a single application. In order for the claims of 
Group II, elected herein with traverse, to be examined, a search will necessarily have to be 
undertaken which will also encompass the immunogenic compositions of the claims of Group I. 
Accordingly, any search will be coextensive and will not place an undue burden on the 
Examiner. Therefore, reconsideration and withdrawal of the Restriction Requirement are 
warranted and are respectfully requested. 

In summary, enforcing the present restriction and election requirements would result in 
inefficiencies and unnecessary expenditures by both the Applicants and the PTO, as well as 
extreme prejudice to Applicants (particularly in view of GATT, whereby a shortened patent term 



Group I: 



Group II: 



Claims 1 1 and 20, drawn to a DNA vaccine, 
classified in class 536, subclass 23.1; and 
Claims 21-25, drawn to methods of inducing an 
immune response, classified in class 435, subclass 5. 
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may result in any divisional applications filed). Restriction has not been shown to be proper, 
especially since it has been shown that the requisite showing of serious burden has not been 
made. Indeed, the search and examination of each Group would be likely to be co-extensive and, 
in any event, would involve such interrelated art that the search and examination of the entire 
application can be made without undue burden on the Examiner. All of the preceding, therefore, 
mitigate against restriction. 

Consequently, reconsideration and withdrawal of the restriction requirement and election 
of species are respectfully requested. 



Respectfully Submitted, 



FROMMER LAWRENCE & HAUG LLP 
Attorneys for Applicants 



r 

Thomas J. Kowlski ^ 
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